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RESPONSE TO RESTRICTION REQUIREMENT 

Sir: s 

Please change the attorney docket number on tiie above-reference case from "93-C-20C1 " 
to --96-C-126-. 

In response to the restriction requirement mailed August 18,1 997, Applicant provisionally 
elects the claims of Group I, Claims 1-54 and 13-19 , for further prosecution. The restriction 
requirement is respectfully traversed, on the grounds that the Examiner has not shown the reason 
why this restriction requirement is justified by the statutory provision that: 

If two or more independent and distinct inventions are claimed in one 

application, the Commissioner may require the applications to be restricted to one 

of the inventions. 35 USC 121 (emphasis added). 
Thus the requirements of the statute are clear: restriction is proper only when the claims are 
independent AND distinct. 
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The Office Action does not state any reason why these claims are independent. 

The term "independent" . . . means not dependent. A large number of 
subjects between which, prior to the 1952 Act, division had been proper, are 
dependent subjects, such, for example, as combinations and a subcombination 
thereof; as process and apparatus used in the practice of the process; as 
composition and the process in which the composition is used; as process and the 
product made by such process, etc. 
MPEP § 802.1 

The § 802.1 of the MPEP also states that a division is proper if the inventions "are, in 
fact, 'distinct 1 inventions, even though dependent." MPEP § 802.1. This is not the same legal 
test, and encourages many restrictions which are not justified by the statute. The statute requires 
that the inventions must be independent and distinct for a restriction and there is no justification 
(outside of the MPEP) for division of dependent inventions. It is respectfully submitted that the 
plain words of the statute must control. 

It is further noted that, in this case, a common search can and should be performed for 
all of the stated groups of claims. It is therefore respectfully submitted that there is no reason 
why all groups of claims could not be examined by a single Examiner. 

Please charge any fees necessary for prosecution of the present application to deposit 
account No. 19-1353. 
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A first Office Action on the merits is now respectfully awaited. The Examiner is cordially 
invited to telephone the undersigned attorney if he or she believes that an interview might be 
useful for any reason. 



Respectfully submitted, 



SGS-Thomson Microelectronics, Inc. 
1310 Electronics Drive, Mail Station 2346 
Carrollton, TX 75006 
972-466-7511 



IrenaXage^--^ 
Attorney for Applicants 
Registry No. 39,260 
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